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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments with respect to claims 1-31 have been considered but are moot in 
view of the new ground(s) of rejection. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In reLongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 41 8 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

3. Claims 1-31 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-33 of U.S. Patent No. 6,771,999 B2. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because Salla 
et al substantially claims all features in claims 1, 10, 16, 18, 21, and 25. Salla et al discloses in 
claims 1, 28, and 32 where a method of gating a medical imaging includes using cardiac gating 
stemming from non-electrical sensor from sensing mechanical vibrations. Although, the 
mechanical sensing property is not claimed, it is obvious by definition of mechanical sensor as 
being any of the following; strain gauge, pressure sensor (can be acoustic pressure), motion 
sensor, pneumatic sensor (force), displacement sensor (acceleration), etc. Therefore, it would 
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have been obvious to one having an ordinary skill in the art at to interpret the mechanical sensor 
in Salla et al's invention as force or acceleration sensor. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1-18, 21-26, 29, and 30 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Sontag et al (US 6,076,005). 

Sontag et al anticipate all claimed features in claims 1-18, 21-26, 29, and 30. 

Claims 1, 7, 10, 16, 18, 21, 22, 25, 26, and 29: Sontag et al disclose a method and 
system to provide gating of therapeutic or diagnostic (i.e. medical imaging) energy to a tissue 
volume of a patient during a potion of the patient's respiratory cycle where the measurement of 
the respiratory cycle is based on displacement (acceleration sensor) and pressure (force sensor) 
(col. 2, lines 47-63; col. 4, lines 25-42; col. 5, line 1 1 - col. 6, line 6). Regarding claims 10 and 
18, the element strain gauge is well known in the art to measure stress, pressure or force on a 
sensor, therefore, strain gauge is a functional equivalent of pressure or force sensor. 

Claims 2-6: Sontag et al discloses that the diagnostic method and device described above 
may be any of the following, x-ray, CT, MRI, PET, SPECT, or ultrasound (col. 4, lines 14-24; 
col. 4, lines 43-56; col. 5, lines 16-21). 

Claims 8, 9, 14, 15, 23, and 30: Sontag et al further disclose that the gating signals are 
obtained based on breathing cycle with phase of the cycle is analyzed (signature analysis) and 



Application/Control Number: 10/065,960 Page 4 

Art Unit: 3737 

the this database provides the trigger point automatically based on a d specified incidence 
(equivalent to pattern recognition extraction) (col. 5, line 51 - col. 6, line 6). 

Claims 11-13, and 17: Sontag et al disclose that the sensor described above measures 
acceleration with linear accelerator 3 (col. 5, lines 16-19). 

Claims 24: Sontag et al disclose that the sensor includes measuring pressure from a gas 
or fluid flow (col. 5, lines 4-8). Although, Sontag et al do not disclose that the structure of the 
sensor is a non-conducting tube, airflow or fluid flows are measured thru a conduit, which may 
be a tube. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 19, 20, 27, 28, and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sontag et al as applied to claims 18 and 25 above, and further in view of Arcelus (S 
6,149,602). 

Sontag et al substantially disclose all claimed features in claims 19, 20, 27, and 28. 
Although, Sontag et al is silent as to the placement of the sensor on the patient as described in 
applicant's claims 19, 20, 27, and 28, it is well known in the art that the pulse or the 
pressure/force measurement can be made where the mechanical pulse are the strongest, i.e. chest, 
wrist, neck, etc. As demonstrated by Arcelus that for pulse monitor can be monitor or pulse 
measurement, it is well known in the art as taught by Arcelus, that the sensor on the ECG can be 
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attached to the patient's wrist. In addition, Arcelus's device has a bandwidth limitation of 125 
Hz (col. 4, lines 15-21; col. 5, lines 25-32). Therefore, it would have been obvious to one having 
an ordinary skill in the art at the time the invention was made to apply the teachings of Arcelus 
to Sontag et al to achieve the claimed invention. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William Jung, Ph.D. whose telephone number is 571-272-4739. 
The examiner can normally be reached on Mon-Fri 8:30 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Casler can be reached on 571-272-4956. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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